PATENT APPLICATION 
Docket No. 4164-133 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re application of: John F. Acres et al. 

Serial No. 09/373,034 Examiner: Jessica Harrison 

Confirmati on No . 2149 

Filed: August 1 1, 1999 Group Art Unit: 3714 

For: METHOD FOR OPERATING NETWORKED GAMING DEVICES 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



RESPONSE TO OFFICE ACTION 

This amendment is responsive to the Office Action mailed April 17, 2003. 
Claims 1-23 are pending in this reissue application. 

First, with respect to the status of litigation, attached is a one-page copy of a 
Judgment in a Civil Case in the U.S. District Court for the District of Nevada, Case 
No. CV-S-97-1883-EJW (LRL) and a three-page Special Verdict Form from the same case. 
The jury found that the accused infringer, Mikohn Gaming Corporation, failed to prove by 
clear and convincing evidence that claim 1 of U.S. Patent No. 5,655,961 v/sls invalid. This 
v/as the only claim of the '961 patent that v/a.s submitted to the jury for a validity decision. 
This judgment was entered March 29, 2001 . 

Second, concerning Consent of Assignee, applicant submits herewith a consent of 
Acres Gaming, Inc. Also attached are photocopies of documents recorded in the U.S. Patent 
and Trademark Office at Reel 01 1 190, Frames 0933-0961. They comprise two documents 
that each grant security interests in the patent that is the subject of this reissue application. 
Rule 1 72 requires that a reissue application be accompanied by "the written consent of all 
assignees, if any, owning an undivided interest in the patent . . As can be seen, paragraph 2 
in each of the attached recorded agreements merely grants a security interest in the patent. 
Furthermore, paragraph 4 in each of the agreements provides that the debtor (Acres Gaming) 
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"shall be permitted to control and manage the Patents . . . including the right to exclude others 
from making, using or selling items covered by the Patents . . . and any licenses thereunder, 
in the same manner and with the same effect as if this Agreement had not been entered into, 
so long as no Event of Default occurs and remains uncured." 

Because there is no uncured event of default, the secured party in each of the enclosed 
agreements does not own an undivided interest in the patent and therefore need not submit a 
written consent. 

Applicant submits the original copy of US Patent No. 5,655,961 with this application. 

For the foregoing reasons, reconsideration and allowance of claims 1-23 of the 
application is solicited. The Examiner is encouraged to telephone the undersigned at (503) 
222-361 3 if it appears that an interview would be helpful in advancing the case. 



Respectfully submitted. 



MARGER JOHNSON & McCOLLOM, P.C. 




Alan T. McCoUom 
Reg. No. 28,881 



MARGER JOHNSON & McCOLLOM 
1030 SW Morrison Street 
Portland, OR 97205 
(503) 222-3613 
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feD STATES DISTRX 



MIKOHN GAMING CORPOTIATION, ETAL, 

Plaintiffs 
V. 

ACRES GAMING, INC., ETAL, 

Defendants . / 



.DISTRICT OF 




JUDGMENT IN (A CIVIL CASb 



CV-S-97-1^83-EJW(LRL> 



_X Jury Verdict, This action came before the jury kor a trial by 
the Court- The issues have been tried and the jiiry has rendered 
it's special verdict* ; 

.» 

.^.jDecisioa by Court. Thie action catne before the Court and a 
decision has been rendered. i 

IT IS ORDERED AND ADJUDGED that judgment is Lntered against 
Mikohn Gaming Corporation, et al and in favor ot Acres Gaming, 
Inc., in the amount of $1,500,000.00 for damages. 



March 29, 2001 
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We, the jury, find as follows: 
VAUDITY 

i 

1. U.S. Patent No. 5,655,961 

Has Mikohn proven by clear and convincmg evidence tfa^t claim 1 of 
U.S. Patcmt No. 5,655,961 is invalid? 

i 

Yes l4o 

2. U.S. Patent No. 5,752,882 

Has Mikohn proven by clear and convincing evidence tl^t the following 
claims of U.S. Patent No. 5,752,882 are invalid? ! 



Claim 10: Yes ilo )^ 

I 

14 5 Claim 11: Yes jjo 
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.,5 13. U.S. Patent No. 5,820,459 
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Has Mikohn proven by clear and convincing evidence iLai claim 1 of 
U.S. Patent No. 5,820,459 is invalid? = 

19 Yes No )^ 



U.S. Patent No. 5,836,817 - 

Has Mikohn proven by clear and convincing evidence ihat Hic following 
claims of U.S. Patent No. 5,836,817 are invalid? j 



Claim 1: 
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Claim 21: 


Yes 




Claim 24: 


Yes 


I'No 

i 


Claim 29: 
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5. U.S. Patent No. 5,655.961 

Has Acres proven by a preponderance of the evidence that claim 1 of 
U,S. Patent No. 5,655,961 has been infiinged by Mikohn? 

Yes 



U.S. Patent No. 5,836,817 

Has Acres proven by a preponderance of the evidence tilat the following 
claims of U.S. Patent No. 5,836,817 have been infringed by Mikohn? 

Qaim 1: Yes ^ No_ 

Claim 21: Yes yl No, 

Claim 24: Yes X 

J . 



Claim 29: Yes |No, 

If yon have found any claim to be both valid and infringed, state whether 
the in&ingement was wdllfbl. 

Yes iNo ^ 



If you have f oimd any claim to be both valid and infrij^ged, state the amount of 
Acres* damages: 



Date: 
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This Agreement, dated as of J ImU Zf , 2000 is made by and between ACRES 
GAMING INCORPORATED, a Nevada corporation, also known as Acres Gaming Inc, and 
Acres Gaming, Inc., and AGI DISTRIBUTION, INC., a Nevada corporation, whose address and 
principal place of business is 7115 Amigo Street, Suite 15^, Las Vegas, Nevada 89119 
(GoMectively, jointly and severally, the "Debtor"), and WELLS FARGO BANK MINNESOTA, 
NATIONAL ASSOCIATION, whose address and principal place of business is Sixth Sfa-eet and 
Marquette Avenue, Minneapolis, Minnesota 5S479 (the "Secured Party"). 

Recitals 

The Debtor and the Secured Party have entered into a Credit and Security 
Agreement of even date herewifli (as the same may hereafter be amended, supplemented or 
restated from time to time, the "Credit AgreemenfO setting, forth* the teinis on which the Secured 
Party may now or here^er make certain loans or other financial accommodations to or for the 
account of the Debtor. 

As a further condition to making any loan or other financial accommodation 
under the Credit Agreement or otherwise, the Secured Party has required the execution and 
delivery of this Agreement by the Debtor. 

ACCORDINGLY, in consideration of the mutual covenants contained in the 
Credit Agreement and herein, the parties hereby ag^ee as follows: 

1 . Definitions . All teims defined in the Recitals hereto or in the Credit 
Agreement that are not otherwise defined iierein shall have the meanings given to them therein. 
In addition, the following terms have the meanings set forth below: 

"Obligations" means each and every debt, liability and obligation of every type 
and description arising under or in connection with any Loan Document (as defined in the 
Credit Agreement) which the Debtor may now or at any time hereafter owe to the 
Secured Party, whether such debt, liability or obligation now exists or is hereafter created 
or incurred and whether it is or may be direct or indirect, due or to become due, absolute 
or contingent, primary or secondary, liquidated or unliquidated, independent, joint, 
several or joint and several, and including specifically, but not limited to, the Obligations 
(as defined in the Credit Agreement). 

"Patents" means all of the Debtor's right, titie and interest in and to patents or 
applications for patents, fees or royalties with respect to each, and including without 
limitation the right to sue for past infringement and damages therefor, and licenses 
thereunder, all as presently existing or hereafter arising or acquired, including without 
limitation the patents listed on Exhibit A. 

"Trademarks" means all of the Debtor's right, tide and interest in and to 
trademarks, service marks, collective membership marks, the respective goodwill 
associated with each, and licenses thereunder, all as presentiy existing or hereafter arising 
or acquired, including, without limitation, the marks listed on Exhibit B. 
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2. Secxiritv Interest . The Debtor hereby irrevocably pledges and assigns to, 
and grants the Secured Party a security interest, with power of sale to the extent permitted by law 
(the "Security Interest'*), in the Patents and in the Trademarks to secure payment of the 
Obligations. 

3. Representations. Warranties and Agreements . The Debtor hereby 
represents, warrants and agrees as follows: 

(a) Existence; Authority. The Debtor is a corporation, having full 
|>dwer to and authority to make and ddiver this Agreement. The execution, delivery and 
|>erformance of this Agreement by the Debtor have beeri duly authorised by all necessary action 
of the Debtor's board of directors, and if necessary its stockholders^ and do not and will not 
violate the provisions of, or constitute a default under, any presently applicable law or its articles 
of incorporation or bylaws or any agreeinent presenitly binding on it. This Agreement has been 
duly executed and delivered by *e Debtor and ODnstittites the Debtor's lav/fuU binding and 
legdly enforceable obligation. The correct nalSie Of l3ie Debtor is ACRES GAMING 
mCOKPORATED, ^so known as ACRES eAMlMQ lfa^© an# A(SflES GAMING, INC. The 
authorization, execution, delivery and perfbimariee olf tK^?A^^ do not require notification 
to, registration witii, or consent or approval by, ainy fedei^v state or local regulatory body or 
adrninistrative agency. 

(b) Patents, Exhibit A accurately lists all Patents owned or controlled 
by the Debtor as of the date hereof, accurately reflects the existence and status of registrations 
pertaining to the Patents as of the date hereof, and acctirately lists ^1 applications for patens 
pending on the date hereof 

(c) Trademarks. Exhibit B accurately lists all Trademarks owned or 
controlled by the Debtor as of the date hereof and accurately reflects the existence and status of 
Trademarks and all registrations pertaining thereto as of the date hereof. 

(d) Titie, The Debtor has absolute title to each Patent and each 
Trademark listed on Exhibits A and B, free and clear of all security interests, liens and 
encxmibrances, except the Security Interest. The Debtor (i) will have, at the time the Debtor 
acquires any rights in Patents or Trademarks hereafter arising, absolute title to each such Patent 
or Trademark free and clear of all security interests, liens and encumbrances, except the Security 
Interest, and (ii) will keep all Patents and Trademarks free and clear of all security interests, liens 
and encumbrances except the Security Interest. 

(e) No Sale, The Debtor will not sell or otherwise dispose of the 
Patents or Trademarks, or any interest therein, without the Secured Party's prior written consent. 

(f) Defense, Unless otherwise agreed by Secured Party, the Debtor 
will at its own expense, and using its best efforts, protect and defend the Patents and Trademarks 
against all claims or demands of all persons other than the Secured Party. 

(g) Maintenance, The Debtor will at its own expense maintain the 
Patents and the Trademarks to the extent reasonably advisable in its business including, but not 
limited to, filing all applications to register and all affidavits and renewals possible with respect 
to issued 'registrations. The Debtor covenants that it will not abandon nor fail to pay any 
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Traflettia^to-afiy Ihto parfy. m ©ebtor herebyi^^i^s all to sHaHHawfkily do 

or cause to be done by virtue hereof. The ^powfer ef iatfdmey grMted here^^^^^^ terminate upon 
the tenninatiGn of the Credit A^eement as prdvidfed herein and^tfe^^^ and perfonnance of 

all Obligations (as defined therein). 

(k) Intent to Use Apptications. Debtor has or may have in the future 
considered the adoption of trademarks or service marks for which it has or will file applications 
for registration with the United States Patent and Trademark Office under Section 1 (b) of the 
Trademark Act ("intent to use"). The trademarks for which applications are so filed, and the 
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7 . Miscellanepia . T^his Agreem^^^ and^ validly authorized; by 

dl neciessaiy action, ebi^drafe or ifiSkSi^greieme^^ 

teisairiated or discharged^ and ihe Security Inf^res^^ released, only ejcplititiy in a, writing 

signeidrby tiiie Seeured i*aity. A waiver sighed^by tiie Seciii^d^P be effective, only in the 

specific instance and for the specific purpose given. Mere dfeiay or feiiure to act shall not 
preclude ^e exercise or enforcement of any ofthe Seciifed Party ' s rights or remedies. All rights 
and remedies of the Secured Party shall be curnulative and may be exercised singularly or 
concurrently, at the Secured Party's option, and the exercise or enforcement of any one such 
right or remedy shall neither be a condition to nor bar the exercise or enforcement of any other. 
The Secured Party shall not be obligated to preserve any rights the Debtor may have against prior 
parties, to realize on the Patents and Trademarks at all or in any particular maimer or order, or to 
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severalor joint and several, and ineluding'SF^^^ but not limited to, the Obligations 
(as defined in the Credit Agreement). 

"Patents" means all of the Debtor's right, title and interest in and to patents or 
applications for patents, fees or royalties witfi respect to each, and including wi^out 
limitation the right to sue for past infringement and damages therefor, and licenses 
thereunder, all as presently existing or hereafter arising or acquired, including without 
limitation the patents listed on Exhibit A. 

"Trademarks" means all of the Debtor^s right, title and interest in and to 
trademarks, service marks, collective membership marks, the respective goodwill 
associated with each, and licenses thereunder, all as presently existing or hereafter arising 
or acquired, including, without limitation, the marks listed on Exhibit B. 
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(e) No *Siife. Thie Disbtor will not sell or otherwise dispose of the 
Patents or Trademarks, or any interest therein, wi^out tiie Secured Party's prior written consent. 

(f) Defense. Unless otheiwise agreed by Secured Party, the Debtor 
will at its own expense, and using its best efforts, protect and defend the Patents and Trademarks 
against all claims or demands of all persons other than the Secured Party. 

(g) Maintenance. The Debtor will at its own expense maintain the 
Patents and the Trademarks to the extent reasonably advisable in its business including, but not 
limited to, filing all applications to register and all affidavits and renewals possible with respect 
to issued registrations. The Debtor covenants that it will not abandon nor fail to pay any 
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delivered^or etfdofsed i^by the Bel>t6rrun4er^^-i^^^^^ of i ^riecfesjsa^ Party, 

after an S\^eht ©efauit, to enforce OK^^^-ihe^ toi gKint or issvise any 

exclusive or nDnrexclusive license omdef the Paten^^ Tra^eiha^ks to ai)y third party, or to sell, 
assign^ transfer, pitdgo^ endiMfeer or othei^is6 transfer title in or dispose of the Patents or 
Tradetiiarks to any ffiifd party. The ©ebtor hereby ratifies all such attorney shall lawfully do 
or cause to be done by virtue hereof The power of attorney granted herein shatl terminate upon 
the termination ofihe Credit Agreement as provided therein and Ae payment and perfotmance of 
all Obligations (as defined therein). 

(k) Intent to Use Applications. Debtor has or may have in the future 
considered the adoption of trademarks or service marks for which it has or v^U file applications 
for registration with the United States Patent and Trademark Office under Section 1 (b) of the 
Trademark Act ("intent to use"). The trademarks for which applications are so filed, and the 
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concurrently, at the Secured Party's option, and the exercise or enforcement of any one such 
right or remedy shall neither be a condition to nor bar the exercise or enforcement of any other. 
The Secured Party shall not be obligated to preserve any rights the Debtor may have against pnor 
parties, to realize on the Patents and Trademarks at all or in any particular manner or order, or to 
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